
4 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/462,341 



04/13/2000 



ERIC GORDON MAHERS 



7590 04/02/2004 

LEE MANN SMITH MCWILLIAMS SWEENEY & OHLSON 
PO BOX 2786 

CHICAGO, IL 60690-2786 



602-1466 



4968 



EXAMINER 



DASTOURI, MEHRDAD 



ART UNIT 



PAPER NUMBER 



2623 

DATE MAILED: 04/02/2004 



iJ 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. ^piN 


Applicant(s) 




Office Action Summarv 


09/462,341 


MAHERS ET AL 




Examiner 

Mehrdad Dastouri 


Art Unit 

2623 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 22 January 2004 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1,3 and 6-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1.3 and 6-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date, . 

5) Q Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 13 




Application/Control Number: 09/462,341 Page 2 

Art Unit: 2623 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
22, 2004 has been entered. 

2. Applicants' amendment filed January 22, 2004, has been entered and made of 
record. 

3. Objection to Claim 12 has been withdrawn in view of Applicants' amendment. 

4. 35 U.S.C. 1 12, second paragraph rejection of Claims 13-17 has been withdrawn 
in view of Applicants' amendment. 

5. Applicants' arguments are fully considered but they are moot in view of new 
grounds of rejection. 

Claim Objections 

6. Claiml to 18 are objected to because of the following informalities: 
In Line 5 of Claim 1, "meachine" should be corrected to "machine". 
In Line 1 of Claim 6, "orienation" should be corrected to "orientation". 

It is also recommended to correct "analyser" to "analyzer" in all occurrences in 
the Claims. Claims 2-1 8 are directly or indirectly dependent on Claim 1 . 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1 , 3, 6-8 and 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Domanik (U.S. 5,798,514). 

Regarding Claim 1, Domanik disclose a carrier device for use in an antibiotic 
susceptibility test ("AST"), the device releasably carrying an antibiotic related to the test 
(Figures 1-3; Column 1, Lines 10-16; Column 4, Lines 28-39), and bearing machine 
readable information concerning the antibiotic (Column 2, Lines 19-22), wherein the 
device also includes orientation means for enabling an image analyzer to determine an 
optimal reading direction of the readable information (Figures 1 and 2, teeth 40), the 
device is an AST disk (Figure 3, Component 60), the machine readable information 
comprises a code of one or more letters and one or more numerals (Column 2, Lines 
19-22. The code provides identity (one or more letters) and concentration information 
(one or more numerals) for the antibiotic.) and wherein the orientation means comprises 
means other than said code (Figures 1 and 2. Teeth 40 (orientation means) define 
radial positions at which the information code is encoded.). 
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Regarding Claim 3, Domanik further discloses a device according to Claim 1 , in 
which the orientation means is separate from said machine readable information 
(Figures 1 and 2. Teeth 40 arrangements are the orientation means comprising a tooth 
that serves as an index mark. The teeth arrangements or orientation means are 
different from the machine readable code.). 

Regarding Claim 6, Domanik further discloses a device according to Claim 1 , in 
which the orientation means comprises an arrangement of information presented on the 
device surface, in addition to the code (Figures 1 and 2; Column 2, Lines 9-28; Column 
3, Lines 58-67, Column 4, Lines 1-25). 

Regarding Claim 7, Domanik further discloses a device according to Claim 1, in 
which said orientation means comprises linearly-arranged information (Figures 1 and 2. 
The arrangement of teeth 40 which are linearly extended every 45° (not 
circumferentially).). 

Regarding Claim 8, Domanik further discloses a device according to Claim 7, 
wherein said linearly-arranged information is parallel to the optimal reading direction of 
the readable information (Column 2, Lines 13-23). 

Regarding Claim 1 1 , Domanik further discloses a device according to Claim 1 , in 
which said code identifies said substance and/or its concentration (Column 2, Lines 19- 
22). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Domanik(U.S. 5,798,514). 

Regarding Claim 9, Domanik does not disclose a device according to Claim 7, 
wherein said linearly-arranged information is a printed line or lines, printed below or 
above code. 

utilizing a printed line or lines, printed below or above a code as a linearly- 
arranged information for enabling an image analyzer to determine an optimal reading 
direction of the readable information is well known in the art (Official Notice). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Domanik's invention to include printed lines, printed 
below or above a code as a linearly-arranged information for enabling an image 
analyzer to determine an optimal reading direction of the readable information because 
it is an standard fundamental procedure routinely implemented in image processing for 
identifying the direction of randomly oriented patterns or characters. 

Regarding Claim 10, arguments analogous to those presented for Claim 9 are 
applicable to Claim 10. An underline is a printed line below the code. 

1 1 . Claims 12-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Domanik (U.S. 5,798,514) in view of Perry (U.S. 3,757,299). 

Regarding Claim 12, Domanik discloses an image analysis system for 
interpreting AST plates (Petri dish), each of which holds a plurality of devices each in 
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accordance with Claim 1 (Column 3, Lines 6-1 1 , machine code reader), the system 
comprising: 

support means for supporting an AST plate (Even though it is not shown in 
Figure 3, Petri dish is intrinsically supported by a supporting means.); 

image capturing means for imaging a plate supported by said support means 
(Column 4, Lines 54-58); and 

electronic information processing means, linked to said image capturing means, 
programmed or trained to locate an AST disk on said plate from among the plurality of 
AST disks (Column 4, Lines 58-66), 

identify orientation means on the located disks, and rotate the perceived image of 
the located disks as required so that the perceived image of a multi-character code 
printed on the device is brought into alignment with a proper reading direction for the 
code, and read the code (Column 4, Lines 62-67, Column 5, Lines 1-45). Arguments 
analogous to those presented for Claims 9 and 10 concerning optimal reading directions 
are applicable to Claim 12. 

Domanik does not explicitly disclose a camera as the image capturing device. 

Perry discloses an apparatus for measuring zones of inhibition in a biological 
assay comprising a camera for imaging a Petri dish (Figures 3, 5 and 18, Cameras 21 , 
42, 152 and 160). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Domanik's invention according to the teachings of Perry 
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to utilize a camera for capturing image because it is an standard fundamental image 
capturing device routinely used in image processing. 

Regarding Claim 13, Domanik further discloses an image analysis system 
according to Claim 12, which additionally determines the size of the zone of inhibition, if 
any, surrounding an AST disk (Column 1, Lines 17-30). Furthermore, Perry also 
discloses determining the size of the zone of inhibition, if any, surrounding an AST disk 
(Figures 1 and 2; Column 4, Lines 40-68, Column 3, Lines 1-12). 

Regarding Claim 14, Domanik further discloses an image analysis system 
according to Claim 13, wherein the electronic information processing means includes or 
is linked to an expert system comprising a database of AST characteristics of known 
micro-organisms (Column 4, Lines 4-60). 

Regarding Claim 15, Perry further discloses an image analysis system according to 
Claim 13 including display means for displaying an AST disk image (Figure 3, display 
34). 

Regarding Claim 16, Perry further discloses an image analysis system according 
to Claim 13 wherein the diameter of the zone of inhibition is determined (Column 2, 
Lines 59-67, Column 3, Lines 1-4). 

Regarding Claim 17, arguments analogous to those presented for Claim 10 are 
applicable to Claim 1 7. 

Regarding Claim 18, arguments analogous to those presented for Claims 1, 9, 10 
and 12 are applicable to Claim 18. 
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Contact Information 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mehrdad Dastouri whose telephone number is (703) 
305-2438. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (703) 308-6604. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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PRIMARY EXAMINER 
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Primary Examiner 
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